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Dear Sir 

Appellants berewnh respectfidly present tiieir Sjq>eal brief as follow?: 
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I. REAL PARTY IN INTEREST 

Hie real pariy m inieresi is Assignee INTERNATIONAL BUSINESS 
MACHINES CORPORATION. Iv virtue of an assignment cxecuteU by the inventors. 
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2. RELATED APPEALS AND INTERFERENCES 

Appellants and ibe undersigned attonieys an: noi awaie of any i^jpeals or aiqr 

ioterfisreoces which v/ia diiedly sSect cs be directly affected by or having a beanng on 

the Board's decision in the pending ^ipesl. 
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3. STATUS OF CLAIMS 

Clahns 1-17 stand i^ecced uoder the judicidly cicated doctraie of double 
patemmg. 

Claims 1-17 stand rejected as anticipated by Albangb, ei. al-. United Stales 
Pmem Publication No. 2003/0115182 rAlbaugh^). 

Claims 1-17 are die claims on appeal. &«r. Appendix. 
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4. STATUS OF AMENDMENTS 
No amendinenis bave been made m entered. 
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5. SUMMARY OF CLAD^ SUBJECT MATTER 

Id this summary of claimed subject maiter, all citations are to ibe specification of 
United States Patent Application 10/042.480 filed on Januaiy 9, 2002. Funber. all cita- 
tions ai« illustrative only and support for the cited element may be found elsewhere in 
^ specification. 

Tbc invention relates to a method of automating the matching of business to 
bus'mess processes including receiving transmission capability from a first company 61 
and a second company 62, storing transmission capabilities 63, receiving a request from 
one of Ae first and second companies to do business with the other company 64, and 
detcnnining at least one translation path between tfie first and second companies based 
on the transmission capabilities and translation capabilities 65. See, e.g, FIG. 2 and 
pages 4 and S of the specification, T|fl3-15 of United Stales Patent Publication 
2003/0131120. 




FIG. 2 
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6. GROUNDS OF REJECTION TO BE REVieWED ON APPEAL 
Claims l-l 7 were rejected under ibe judicially created doctrine of double 
patenting over Albaugh '551, 

Claims 1-17 were rejected as anticipated by Albaugh "551. 
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7. ARGUMENTS 
A. Claims 1-17 were provisuoaaUy reject^ under the jvdicialty created doctrine of 
double patenting over Application 10^15,234, 

The provisional double patenting rejection of claims 1-17 is Traversed. Appel- 
lants note that Application 10/01 5,234 issued as United Stales Patent 6,912,SS1B2 on 
June 28, 200S. Appellants will address die rejections based on die *SS I patent. 

Rejections of claims under *e judicially created doctrine of double patenting 
musi be made so as to prevent The unjustified or improper timewisc extension of the 
right to exclude. Such a goal is only atwined if *c claims are nor independrat and dis- 
tinct. See, MPEP §804- A double patenting rejection of this lype is analogous to a 
§1 03 rejecticm, and therefore die analysis parallels the guidelines for analysis of a 
§103 rejection- MPEP §804. 

Claims 1-17 aie independent and distinct from claims 1-17 of Albaugh ^551, as 
die claims of the ^551 patent do not include transmission capability" as claimed in 
claims 1, 8, and 15 of die instant application, as well as claims 2-7, 9-14, and 16-17 
depending Aerefrora. A prior art reference that renders claimed subject matter obvi- 
ous under 35 U.S.C. 102(e)/ 103(a) does not create a double patenting situation where 
ibat subject matters wo/ ctewierfwrteTTeJ&^Ten^ See, MPEP §804 Kill. The 

instant claims do not claim common subject matter, in contrast to die Examiner's ar- 
gument of US of the May 26, 2005 OflBoe Action. 

Additionally, for applications pending on or after December 10, 2004 (such as 
this), rejections under 35 U.S-C. 1 02(e)/l 03(a) Aould not be made or maintained if the 
reference is disqualified under 3S U.S.C. 103(c) as prior ait in a 35 U.S.C. 103(a) re- 
jection. Sec, MPEP §804 IHI. Thus, because Albaugh '551 could not be cited hi a 
§103(a) Injection under §l03(c), Albaugh '551 should not be cited as an obviousness 
type double patenting. 

In lesponse to the Examiner's statement that there is no apparem reason why 
Appellants would be prevented from presenting the instant claims in the "551 patent. 
Appellants note dua the '55 1 patent has issued. See, ^7 of die November 25, 2005 of- 
fice action. 

Withdrawal of the double patenting rejection is requested. 
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B. Clsiiros 1-17 were rej<K!ted unaer 35 US.C. §102(c) as aoticipated hy Al- 
baugb 'SSI 

The §l02(e) rcjeaions of claims 1-17 as anticipated by Albau^ '551 is Trav- 
ersed. In order to sustain Ae rejecdon, each and every element of Ae claim^ invention 
must be disclosed by The refer^ce in at least as great detail as claimed. Since the refer- 
ence does not disclose each and every element, the rejection should be withdrawn. Ap- 
pellants note that they are well ^miliar wi* the disclosures of Albau^ '55 h as they arc 
the named invcmtors of Albaugb '551 as well as the instant application. 

Albaugh "551 does not disclose receiving transmission capability ftom a first 
company and a second company and storing nansmission capabilities, as claimed in 
claims U 8. and 15, The Examiner's citations to 1P7 (column 4. lines 1 1-19 of '551) and 
FXO. 1 of Albaugh '551 are misplaced. That selection discloses only: 

[0097] If tbc iDSiaor ai)d ms/A participani aie Klaitifi«d 
trading partners, dedsioxi 330 Ix^ncbes to Ye^ branrb HSH 
whereupon a detennination is made as io whether the tradiiig 
parfocxB have a ^usowa uansaciioa process ^cb lioks, or 
translates, ibe inmator's business process to die target par- 
Qcipaiit's process (deosioQ 335), In one embodicneDi, the 
tarsal participants member profile ipdudes tbe transaciion 
process wbich links die ioiiiaior's business pit^cess aod ibe 
taris&t panidpaiit's business proeess. 

The Examiner's allegation that tiie "business process'' is tbe same as tiie claimed 
transmission capability is nusplaced. See, HfSa and 10 of tiie November 25. 2005 ofiQce 
action. While the Examiner correctiy notes that mformation must be received in order to 
be stored into die member profile, such &ct does not disclose that tiie information being 
stored is flie claimed 'transmis^on c^wbiliiy," It is well setded that the identical inven- 
tion must be shown in as complete det^l as is contained in the claim ." Richardson v. 
Suzuki Motor Co,, 868 F:2d 1226, 1236, 9 USPQ2d I9l3. 1920 (Fed. Cir. 1989). Witii- 
out a disclosure of tbe claimed •^transmission capability** or evidence that one of ordi- 
nary skiU in ihe art would confuse ihe same witii tbe disparate -business process" or 
'transaction process", this anticipation rejection fitils. 
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The Examiner provides ao evidence that one of oidinaiy skill in the m could 
confuse ''business process" or 'Itansaction process'* wiib die claimed transmission capa- 
biliQ^. Indeed. The disclosure of Albau^ '52 1 indicates ttm^ the determinaiipn of 
whe^er there is a known nansacnon process linking ibe initiaior and target only occurs 
if the initiator and target are identified trading partners. Simply subsdiunng the claimed 
'"Transmission capabiliiy^ in the above citation renders the paragr^h devoid of meaning. 

Furthermore, since the inventive entities of the Albaugb "SSI reference and Ae 
instant application are identical, any unclaimed invention disclosed in Albavgh 'SSI was 
derived from the inventors of the current plication. Therefore* Albua^ '551 is not a 
proper §102(e) reference. See, MPEP 5§7l6.l0, 804 ^111. and Jn re Katz, 687 F.2d 430. 

Claims 2*7, 9-14» and 16-17 depend fiom one of claims 1, 8, <^ IS and are there- 
fore patentable over Albaugb '551 for at least the same reasons, 

Wilhdrawral of die §102(e) rejections id claims 1-17 is requested. 
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SimiMARY 

The Appellants ic^ectfuUy submit tiwt claims 1-17 fliUy ssdsfy tfae 
requirements of 35 U.S.C. §§101, 102, 103 and 1 12. In view of tbe &regDios> f^orable 
consideration and early passage to issue of the preseni application is lespecrfiiBy 
requested- 



PA(X15/19'RCVDAT3Q9I2006 4:50:08 PM [Eastern Standard rime]*SVR:U^^^ 



Dated: March 29. 2006 



Respect&Uy submitted, 
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10- APPENDIX 

1 . A method of automating the roaiching of business to business processes 
comprising: 

receiving transmission capability from a firsi company and a second 

company; 

storing iran^ission capabilities; 

receiving a request from one of the fiist and second compames to do 
business with the odier company; and 

detennining at least one translaxion path between the fust and second 
companies based on the transmission capabilities and translation capabilities. 

2- The method of claim 1 wherein the n^nsmission capabilirics repiesem proc- 
ess formats supported by each company. 

3. The method ofclaim 2 furdier comprising storing tmismissi 
a managed hub. 

4. the method of claim 1 wherein the translation capabilities represent mapping 
from one data format to another. 

5. Tbe method of claim 4 fiutber comprising storing the translation capabilities 
in a managed hub. 

6- The meftod of claim I wherein ihe request from one of the first and sec- 
ond companies is regarding any business to Imsiness computer lyansaction. 
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7. The method of claim 1 whCTein tb& irandarion path represents a number 
of data transformation and process translation capabilities. 

8. A computer usable medium containing computer readable co^e for auto- 
mating ^e matching of business to business processes comprising: 

computer readable code fi>r receiving transmission capability from a first 
company and a second company; 

computer readable code for storing transmission capabilities; 

computer readable code for receiving a request from one of die first and 
second companies to do business with the other company; and 

computer readable code for determining a translation path between tin: 
fust and second companies based on the transmission and translation capabilities. 

9. The computer usable medium of claim 8 wherein transmission capabiU- 
ties represem pnx^ess fimnats suppwted by each company. 

1 0. The computer usable mediimt of claim 9 fimher comprising storing 
transmission capabilities in a managed hub. 

1 1 . The computer usable medium of claim 8 wherein the translation capabili- 
ties represent mapping from one data fbimat to another. 

12. The computer usable medium of claim 1 1 further con^rising storing *c 
translanon capabilities in the managed bub. 



PAGE 1 7/19 » RCVD AT MD6 4:50:08 PM [Eastern Standi 



MAR-29-06 03:56PM FROM-CLG FAX 



+18479057113 



T-281 P. 18/19 F-716 



Marph 29, 2006 
Case No- AUS920010982US1 (9000/86) 
Serial No.: 10/042,480 
Filed: January 9, 2002 
Page IS of 16 

13. Hie computer usftWe medium of claim 8 wherein the request from one of 
the first and second companies is regarding any business to buOTiess computer imsac- 
tion, 

14. The computer usable medium of claim 8 wherein the translation path 
icpresems a number of data transfozmation and process translation capabilities. 

1 5. A system for automating tiie matching of business lo business processes 
comprising: 

means for lecei ving transmission capabiliQr from a first company and a 

second company; 

means for storing nansmission c^nbilities; 

means for m:eiving a request from one of the first and second companies 
to do business with die other company; and 

means for determining a translation paft between the first and second 
companies based on the transmission and translation c^abilities. 

1 6- The system of claim 1 5 further comprising means for storing the trans- 
mission capabilities in a manned hub. 

17. The system of claim 1 5 further comprising means for shewing the nansla- 
tion c^abilrties in a managed hub. 
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gvidence Appendix 
None 



Related Pror *^Srtp« Appendi^ 

None. 
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